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REMARKS 

Applicants would like to tiiank Examiner Berman for withdrawing the objections to claim 
I and the r^ectionsofclaims 24-26 under 35 U.S.C. § 112. second paragraph. AppUcantnote 
that claims 1 and 46 were amended to clarify claim language. Claims 1. 46 and 51 were 
amended to include the limitations of canceled claim 36. In addition, claims 37. 39 and 42 have 
only been amended to depend fiom claim 1 in order to place the claims in proper format 
Accordingly. Applicants respectfully request that the Examiner enter the amendments since aU 
cunent claims have akeady been exammed on the merits. 

The rejection of claims 1, 3-9, 11-48 and 50-58 under 35 U.S.C § 103(a) over the 
combination of OstUe (U.S. 5,876.805) and Mei (U.S. 5,945,489) is respectfully traversed. 

OstUe describes a visible light cured polymeiizable thiol-cne composition. The 
composition jsgimaa free-iadlcally polymerizable ethyenicaUy unsaturated groups, a compound 
having a plurality of thiol groups ged at least one acyl phosphine Qjddc photoitiitiator. 
AppKcants note that the free-radically polymerizable ethylenicaUy unsaturated groups are 
required to contain feoA a vinyl monomer and an aciylate monomer (see examples in Table 1 and 
claim 1). Applicants also note that Qsflis recites useful ethylenicaUy unsaturated acrylic species 
that does not include a Michael addition product (see column 3, Unes 43-65). Finally. Applicants 
note Aat pstlie does not teach or suggest an acidifying agent. 

MoK describes liquid oligomer compositions containmg unsaturation. The compositions 
are made by Michael addition reactions. Moy found that the crosslinked products of the 
compositions have similar properties with or without added photoinitiator. Applicants note that 
these specific studies were carried out to demonstrate that Ihe compositions m Moz do not 
require photoinitiator. The studies were conducted because these results could not have been 
predicted and experimentation was requhed to demonstrate this effect. Applicants note that this 
result is specific to the composition described in Mqx and the abUity to eliminate photoinitiator 
with other types of compositions with various monomeric components is not predictable and 
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mmt be detennined fox each specific composition with multiple monomeric components. 
FinaUy, AppUcants note tiiat Mojr does not teach or suggest an acidifying agent 

In order to establish a case of obviousness, the Office must meet three basic criteria. 
First, there must be some suggestion or motivation to modify die reference or to combine 
reference teachings. Second, there must be a reasonable expectation of success. Finally,the 
leferences must teach gll the claim limitations (MPEP § 2143). 

The present disclosure involves a liquid oUgomeric composition comprising a 
multifunctional mercaptan, au acidiiying agent and a Michael addition product vvhere the 
Michael addition product comprises a multifimctional aciylate Michael acceptor and a p. 
dicarbonyl Michael donor. 

As noted above, Ogflig and MOX do not teach or suggest an acidifydng agent; and 
therefore, a combination of tiiese references does not contain all the limitations of the present 
disclosure. For tiiis reason alone, the present disclosure would not have been obvious over the 
combination of (S^tlie and Moj^ and accordingly, AppUcants respectfully request tiiat the Office 
withdraw die rejection of the clauns under 35 U.S.C. § 103(a), 

In addition. Applicants note tiiat a direct combination of OstUe and Moy would give a 
composition containing a mercaptan, a Michael addition product (as the acrylate in Msx), a vinyl 
monomer and an acyl phosphine oxide photomitiator. The present disclosure does not exclude a 
vinyl monomer or an acyl phosphine oxide photoinitiator; however, the effect of an acyl 
phosphine oxide photoinitiator on a composition containmg a Michael addition product i 
unknown due to the unpredictability of polymer chemistry. IMs unpredictahiHty could i 
tiiat tiie effect of tiiis particular photoinitiator could be beneficial or deleterious to a product 
formed fix>m a composition containing a Michael addition product. In any event, tiiere would be 
no motivation to necessarily include this particular photoinitiator in the present disclosure, hi 
addition, as discussed below, there would be no motivation to exclude the photoinitiator fix«n tile 
composition described m Osflie as proposed by the Office, 
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The Office concludes that one skilled in the art would be motivated to modify Qs^ by 
replacing the vinyl and acrylate species cited in Osflie with the Michael addition product of Moi 
because the acyl phosphine oxide photomitiator requited in the Qsflie could be elinunated. The 
modification to Ostlie proposed by the OfSce would require removing the vinyl monomer 
component in addition to the acyl phosphine oxide pholoinitiator. This proposed modification 
removes two of four.requir«d components in the composition described in OstUe. 

The OiSGce has made two conclusions that simply are not si^orted by the record. 

First, the OfiBce assumes that any multi-monomer composition containing a Michael 
addition component would be self-photomitiating. Hie record (MsX) only supports the 
conclusion that a composition onb: containing a Michael addition product can photo-polymerize 
without a photoinitiator. As noted above, this result was not predictable and was only 
demonstrated by careful experimentation by Mox. The Office has assmned. with no other 
evidence, that any multi-monomer composition containing a Michael addition monomer will 
self-photoinitiate with all the other types of monomer in the composition. There is no evidence 
on the record to reasonably support this conclusioa Based on this type of analysis, one skilled in 
the art might reasonably conclude that Michael addition components will self-photoinitiate in 
such a way that only the Afichael addition monomer wiU polymerize to the exclusion of other 
monomers (e.g.. merci^rtans). This efSfect would only give only a polymer of the Michael 
addition product no matter what other monomers are present 

Second, the Office assumes it is desirable to remove photo-initiator in all cases (e.g., 
multiple monomer compositions). This conclusion is not supported by the record. 
Photoinitiators can aifect the polymerication process, and accordingly, there is no motivation to 
remove a component that is clearly required for the polymerization process as described m 
QsfliS. ThecompositioninesaiecontainsthrBedifferentmonomercomponents. Itmaybe 
mote reasonable to conclude that the photomitiator is required in Ostlie so that the three 
disshnilar monomers react in such a way as to give the desired product Again, polymer 
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chemistty is not so predictable that experimentatioii can be eliminated. There is no way to 
determine from the record that such a modification of Ms would reasonably be successful. 

Accordingly, there is no reason to believe diat removing the photoinitiator in QafliS 
would have been successftu or would have been desirable. Therefore, there is no motivation to 
modify or combine the references as the OfBce has suggested, and for this reason alone, the 
present claims would not have been obvious over QsUity and Moy (MPEP § 2143 01 (I HI and 
IV)). 

Additionally, Applicants note that a reasonable expectation of success must be 
determined at the time the invention was made (MPEP § 2143.02). At the time the invention 
was made, Moj had demonstrated Michael addition monomers fito can self-photoinitiate and 
this was determined by experimentation. ITicrB is no evidence on the record, other than the 
present disclosure, ihat Michael addition monomers can polymerize with other types of 
monomers without photoinitiator. Given the unpredictability ofpolymer chemistry at the time 
the invention was made, there is no reasonable expectation ihat Michael addition monomers 
would photcpolymerize with another type ofmonomer hi the absence of aphotohiitiator. 
AppUcants note that the present disclosure utilizes mercaptans and provides no evidence that 
l^chael addition monomers will react with the vinyl monomers required in Qsflie in the absence 
of a photoinitiator. 

Applicants also note that the proposed modification cannot render the reference 
unsatisfectory for its intended purpose (MPEP § 2143.01 (V)). As nolBd above, the proposed 
modification to rjsflis removes two required components including the vinyl monomer and the 
acyl phosphone oxide photoinitiator. Although polymer chemistry can be unpredictable, it is 
reasonable to conclude that elimination of two (out of four) essential components would render 
the composition in Qstlie unsatisfectory for its intended purpose. The vinyl monomer 
component may provide important properties to the composition and the photoinitiator may 
provide the proper reaction sequences with the various monomers to arrive at the required 
properties. Therefore, Applicants submit that the proposed modification to Qstlie may render the 
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composition in Ostlie unsatisfectoiy for its btended pmpose. Therefoit^ the present daiins 
would not have been obvious over the cited references on this basis. 

Applicants note that the choice of an acrylate containing species would be difficult owing 
to the thousands of possible choices available. Ogflie generically describes ethylenically 
unsaturated compounds and provides examples of several species of acrylates that are picfetred. 
However, Ostlie does not teach or suggest a Michael addition monomer as one possible species. 
Since there is no motivation to necessarily remove photoinitiator inQsJUs, there is no motivation 
found in Ostlie to select the Michael addition species described in Mci. Based on the present 
disclosute, it would simply be obvious to try and modify fisfljg by eliminatiag the acrylate and 
vinyl monomers and replace Aem with a Michael addition product (MPEP § 2154 CX)(B)). 

Finally,ApplicantsnotethatOsiyeteachfisawayfiomthepiesentcIaiins. Qaflie icquites 
both a vinyl monomer and a photoinitiator not necessarily required by the present disclosure. 
Ogthe notes the importance of the vinyl monomer (column 3, Unes 36-41, examples and claims) 
and discusses the unportance of the role of the acyl phosphine oxide photohiitiatof hi 
combmation with other mitiators (column 4, line 20 to column 5, line 23). These teacMngs lead 
away from the claimed conqjosition which does not necessarily requite these components that 
are essential to Osajf (MPEP 2145 (X)(D)(1)). 

Overall, a combmation of OsOie and Msffi do not teach or suggest Ml the clairalunitations 
of the present disclosure. In addition, there is no motivation to modify or combine the cited 
references and there is no reasonable expectation that the proposed modifications would have 
been successful. In addition, the proposed modifications to Ostlie may render Ostlie 
unsatisfactory for its mtcnded purpose and teaches away from the present disclosure. 
Therefore, the present claims would not have been obvious over the cited references; and 
accordingly, Applicants respectfully request that the Examiner withdraw the rejection. 

In hght of the discussion above, Applicants submit that the present claims ate now m 
condition for allowance, hi the event that an faterview might serve to advance the prosecution of 
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the application in any way, the undersigned attorney is available at the telephone number noted 
below. 

Applicant believes no fee is due with this response. However, if a fee is due. please 
charge our Deposit Account No. 22-0185. under Order No. 20435-00141-US ftom \n*ichlhe 
undesigned is authorized to draw. 



Dated: August 21, 2006 



Respectfully submitted. 




Id K. Drummond, PhD. 
Registration No.: 52,834 
CONNOLLY BOVE LODGE & HUTZ LLP 
1990 M Street. N.W., Suite 800 
Washington, DC 20036 
(202)331-7111 
(202) 293-6229 (Fax) 
Attorney for Applicant 
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